Dec 21 2005 4:47PM HP IP GROUP FAX 



281-514-8332 



p. 3 



Doc Code: AP.EREJIEQ 



RECEIVED 
CENTRAL FAX CENTER 

DEC 2 1 2005 

PTQ/S3/33 (07-05) 
Approved tbr um rhrDugh yaftof/ZQOiL DMB OdSI-OOnc 
U^. Pfttent «nd Trwfamgrfc OfSca; U.S. DEPARTMENT OF COMMERCE 



PREnAPPEAL BRIEF REQUEST FOR REVIEW 


Docket Number (Optlonel) 
10970975-1 


1 hereby certify that ttito convspondsnos Is b^lng deposttod with tha 
Unttad StateB PDstal Sarvlos wHh sufRolanl postaga as flrat (daau msl 
In on envelope addmsed to "Mali Stop fip, Commidslonef for 
Patents, P.O. Box 1403, Afoxandria, VA2231S-i460" [37 OPR I.efa)! . 


AppltaatlDH Number 
09/517366 


niad 

Mar 2 2000 


Dec 21_2005 , y 


Rrel Namad (nvflnfor 
Jeffrey S Barber 




AitUnft 




Examiner 


TypedorprtnW c«rle McKerlev 


2194 : 




Ceorge L< Ople 



Applicant raqueats review of the Aral rejection In the above^ntlfied application. 1^ amendments are being ned 
witn thfs requGBt 



This request Is being filed with a notice of appeal. 



The review la requested for the rea&on(8) stated on the attached 8heet(8). 
Note: No more than five (6) pages may be provided. 



I am tha 



I I applteent/lnvdntor. 

□. aaalsnaaof racofdcrfttia sr^lntarast. 
Sas 37 CFR 3.71. Statament under 37 CFT) 3^T3(b) ia 
(FormPTO/SB/M) 

I I attomay or aoent or record. -^^ 




Philip S. Lvren 



Typ9d or printed name 
(281) 514-B236 



[~| ettomeyoreoeniac«ngiir«ier37CFRi^4» 



Talaphono nuntier 
Dec 21 2005 



Data 



NOTE: Stgneturea of all the h ventora or osa^aaa of faoord of lha antlra Irrtarvsl or their re0ndaenlatK/e(a) are raqutred. 
Sul>mSl rwWpie fpnn« If nwa than cma algnatura la ragulrBri, aae botawr*. 



□ 



Total of 



fonma ara submlttad 



■Rila coHftdlon of Wtocmtfton li raqidrad by M U .8.0. 132- The MbrnwEttan l« roared to obtain w raialii a banafll by tha publo wWch Is to ftto (and by t» U8PT0 
10 pra09SB) 9n appHcatlon. OonfldanilalHy H ^(smtmA by 30 0.8.0. 12£ end 37 CFR 1.1 1. 1.14 and 41.ft TTils ooUBctCon ta a«Hrmt*d to t«l«l 12 mfrmtOO 10 
complata. hdtidkto gattwlng. prapartng, mA submlHng the cOfttpJated applMDon form to tha UdPTO. Time iMtl vary ^lepandino tha fti dtyidutf ca«a. Any 
comm«r«i on tha amwnt tima you reqi4r» to corupl^te tms tarm endtar ausoaationB ter radudna thit Uirdwi* sheuW l>9 aant ta the ^^L'lJSfTUEP.-^SiS!!: 
U.B. P^t and Tradamork Cffica* U.S. Dapanmant of Commfcet, P-O. Sax 14B0. AlaxandriB, VA 22313-1460. DO NOT SEND PCEB OR OCMVfPlf TED 
FORMS TO THIS ADDRESS. KND TDi MaB Stop AP, Commradonar fOT Patanta* P^. S<m 1450, A{«xartdrt^ VA22315-i4£0. 



PAGE 318 ' RCVD AT 12f211200S 4:41:48 PM (Eastern Standard Time] * SVR:USPTO-EFXRF-6i36 ' ^ 



Dec 21 2005 4:47PM HP IP GROUP FBX RECEIVED ^ ^ ^ 

CENTRAL FAX CENTER 

DEC 2 1 2005 

IN THE UNITED STATES PATENT AND tRADEMARK OFFICE 

Applicants: Jeffrey S, Barber et al. Examiner: George L. ppie 

Serial No.: 09/517^66 Cjroup Art Unit: 2194 

Filed: March 2, 2000 Docket No.: 10970975-1 

Title: System and Method for Establishing a Satire -Execution Environment for a 
. • Software Process 

PRl^APPEAL BRIEF REQUEST F^R REVIEW 

Mail Stop AF 
Commissuoner £br Patents 
P-O. Box 1450 
Alexandria, VA22313-14S0 

Sir: 

Applicants file this Pre-Appeal Brief in respcmse to the Final OfBce Action dated 
November 1, 2005. In the Final Office Action, claims 21-30 and 38-40 are rejected tinder 35 
use § 101 as b^ng directed to non-statutory subject matter. Applicants ^eal this rejection. 



Claims 2IO0 and 38-40 recite the following preamble: ^'A computer readable medium 
having instructions for causing a computer to execute a method, comprising*" In the 
specification. Applicants provide a lengthy description and examples of various "computer- 
readable medium." These samples include various media^ such as electronic^ magnetic, optical^ 
ROM, RAM, etc. The specification also states: 

Note that the coniputer-readable medium could even be paper of another 
suitable noedium upon which the program is printed, as the program can be 
electronically captured^ via for instance optical scanning of the paper or 
other medium, then compiled, interpreted or otherwise processed in a 
suitable manner if necessary, and then stored in a computer memory. 
(Spedficetion at page 6> lines 7-11). 
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The Examiiuer rejects these claiins as being non-statutory under 35 USC § 101 . 
Specifically, ifae Examiner cites several cases related to prints matter and states: *Tnnted matter 
which feils to be functionally interrelated to its sfubstrate has long been held to be nonstatutory" 
(FOAatp. 3). 

Examlner^s Reiecdon Contrary to Case Law 

The rejection of the Examiner directly conflicts with euitent case law that is ptrecedeot in 
this matter. Hie Federal Circuit has held that the printed matter cases have no relevance where, 
as here» Oie claizns recite information readable by a machine. : For instance, the Federal Circuit 
decision in In Re Lcmry explicidy rejected the notion that printed matter rejections apply to 
compoiter readable media: 

The printed matter cases ''dealt with claiins defining as the hivention 
certain novel anangements of printed lines or characters, useful and 
intelligible only to the human mind." In re Bernhart, 417 F,2d 1395, 1399, 
163 USPO 611- 615 (CCPA 1 969). The printed matter cases have no 
fectual relevance where **the invention as defined by the claims requires 
that the iafermation be processed not by the mind but by a machine, the 
computer." (Emphasis in original: In ReLawry^ 32 F3d 1579, 1583 
(Fed. Cir. 1994)). 

As yet another example^ the Federal Circuit decisioii in In re Beauregard expressly stated 
that the printed nciatter doctrine does not apply to compnter program product claims (see/n re 
Beauregard, 53 F.3d 1583 (Fed. Cir. 1995)). In order to advance prosecution, Applicants even 
ameaded the rejected claim£i to emulate the preamble expressly allowed mbxre Beauregard. 
Despite this amendment, the Examiner has refused to withdraw the rejection under 35 USC § 
lOL 

Thus, the Federal Circuit has expressly held diat the printed matter cases have no 
relevance here {In re Lowry at 1583). More specifically, claims 21-30 and 38-40 require that 
information is processed, not by the miad> but by a machine. In &ct, ttke body of independent 
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claim 21 even recites computer elemeats such as "operating a software process <m a computer" 
and "executing an operating system kernel in communication with the software process." 

In light of the legal precedent in the Federal Circuit, Applicants respectfully ask the 
Board of Appeals to reverse the rejection of daims 21-30 and 38-40. 

Reaponac to RTamfa^r'* Caae Law CitatioM 

The Examiner dtes several cases in an attempt to sixp|>oit his position that tiie printed 
matter cases apply to the computer readable medium of clainjs 21-30 and 38-40. Applicants 
disagree with the fixaminar's interpretation of these cases* In; fact. Applicants argue that these 
cases actually support patentability of computer readable medium claims. 

As one example^ the Examiner cit^ In re Jones* This: decision supports the position of 
the Applicants. In this case^ the court stated: 

We think it is error to confuse the Un^ on a patent drawing; which 
may have the appearance of ^'printed matter,** with fimctional 
elem^ta of a mechanism which in use actuate other mechaniam or 
electrical circmts or devices intended to be illustrated by die 
drawing. (In re Jones, 373 F. 2d 1007, at 101 3). 

As noted above, the body of independent claim 21 recites numerous elements for 
pe^ortning operations on a computer (^operating a software process on a computer*^ and 
"executing an operating system kernel in communication with the software process*' etc.)- 
Further yet, the portion of the specification that mentions a computer-readable medium as being 
paper even expressly states that the printed program performs operations on a conq)uter: 

[T]he computer-readable medium could evw be paper of another suitable 
medium upon which the program is printed, as the program can be 
electronically captured, via for instance optical scanning of the paper or 
otiier medium^ then compQed^ interpreted or otherwise processed in a 
suitable manner if necessary^ and then stored in d computer memory. 
(Emphasis added). 
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I 

Th)us» the CCPA decision in In Re Jones dted by the Examiner does not su|>port the 
regBction. Rather, Jones is consistent with the Federal Circuit's holding in Lowry that computer 
readable printed paper as recited in the rejected claims is not subject to a printed matter rejection. 

Rejected ClalmH Mg^t grtferifl gf 8 Iftl 

Under 35 USC § 101^ patentable subject matter must have two basic criteria* First, the 
subject matter must be one of processes^ machines^ manufactureirs^ and compositions of matter. 
Oenerally, three categories are not inchided as patentable subject matterr (1) abstract ideas, (2) 
laws of nature, and (3) natural phenomena. Second^ the subject matter to be patented must be 
"useful." Applicants* claimed subject matter meets both of tttese criteria. 

First, as noted above, the Federal Circuit has clearly held that computer readable medium 
are statutory subject matter according to 3S USC § 1 01 (see Ixr^ry). Second, the Examiner has 
made no argument whatsoeva* that datms 21-30 and 38-40 are not useful within the meaning of 
35 USC 8 101. 

fioDcqTi^ipiH 

In short, claims 21-30 and 38-40 meet the requirements of 35 USG § 101. The Office 
Action oontenda that since Applicants^ specification states that a computer readable medium 
includes a piece of paper, claims 21-30 and 38-40 are directed to non-statutory subject matter, 
This argument is improper. The Examiner is not properly applying the law of 35 USC § 101. 
Further, Applicants re^ectfuUy argue that the Examiner is not following the U.S. Patent and 
Tiademaric Office's own guideline for software cases (see, Examination Guidelines for 
Computer-Related Inventions). The Examiner has not followed these guidelines in rejecting the 
claims under Section 101. 
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For at least these reasom. Applicants request withdrawal of the final rejection* 




lectftilly stub] 
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